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Applicant's response to restriction letter filed 7/30/2004 is acknowledged. 
Applicant elected Group II invention directed to claims 1-7, 12 and 18 and SEQ ID NO:5 
encoding sequences only, without traverse. Claims 8-1 1,13-17 and 19-22 are 
withdrawn as drawn to non-elected invention. 

DETAILED ACTION 

Claims 1-7, 12 and 18 (directed to sequences encoding SEQ ID NO:5 only) are 
under examination on the merits. 

Claim Objections 

Claims 1-7, 12 and 18 are objected to because of the following informalities: said 
claims recite both elected (SEQ ID NO:4 and 6) as well as non-elected sequences 
(SEQ ID NO: 1 and 3). Applicant is advised to delete the non-elected sequences from 
the elected claims. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-7, 12 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The term "stringent conditions" in claim 1 (and 

its dependent claims 2-7 and 18), and claim 12 is unclear. Applicant has not defined this 

term explicitly, in the specification. In page 17 of the disclosure, many examples of 

stringent conditions are recited but the exact salt and temperature conditions that 

correspond to said term are not identified. Applicant may overcome this rejection by 
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recitation of exact salt and temperature conditions used for hybridization (based in the 
support provided in the specification) into claims 1 and 12. Currently claims 2-7 are 
merely rejected for depending from a rejected base claim. 

Claims 1-7, 12 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The term "naturally occurring allelic variant" in 
claim 1 (and its dependent claims 2-7 and 18) and claim 12 is unclear. Applicant in 
pages 26-27 of the disclosure has provided a definition for said term but said definition 
is unclear. For example, in page 26 of the disclosure applicant defines allelic variants 
as both functional and non-functional. The functional variants according to applicant, 
must have only conservative substitution of one or more amino acids of SEQ ID NO:5 in 
non-critical regions of SEQ ID NO:5. However, it is.not clear what number constitutes 
the term "more" and what region constitutes "non-critical". The latter term remains 
puzzling in defining non-functional variants as well. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-7, 12 and 18 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for isolated DNA sequences encoding 
SEQ ID NO:5, does not reasonably provide enablement for any of the following: 

• isolated DNA molecules comprising DNA sequences which are at least 85% 
identical to SEQ ID NO:4 and 6 with no function (see base claims 1 and 12), 
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• Isolated DNA molecules comprising a fragment of at least 300 nucleotides of 
SEQ ID NO:4 and 6 with no function, 

• Isolated DNA molecules encoding a fragment comprising at least 15 
contiguous amino acids of SEQ ID NO :5 with no function, and 

• Isolated DNA molecules encoding a naturally occurring allelic variant of SEQ 
ID NO:5, wherein the nucleic acid molecules hybridize to SEQ ID NO:4 or 6 or 
complements thereof, under stringent conditions, with no function. 

The specification fails to teach which residues in the above listed DNA molecules must 
be retained such that said DNA molecules encode products with kinase function. No 
examples of such sequences are provided either. Current state of the art indicates that 
any DNA sequence that: (a) has 85% identity, (b) comprises 300 nucleotides of a 
sequence encoding a full-length polypeptide or encodes (c) a fragment of at least 15 
amino acids of a full-length polypeptide or (d ) a naturally occurring allelic variant of 
said full-length polypeptide is not necessarily going to encode a product with kinase 
activity. 

Therefore due to lack of sufficient teachings and examples provided in the 
specification and due to unpredictability of prior art as to which residues in above 
mentioned DNA sequences must be retained such that said DNA sequences encode 
products that have kinase function one of skill in the art has to go through the burden of 
undue experimentation in order to screen for those sequences that are supported by the 
specification and as such claims 1 and 12 go beyond the scope of the disclosure. 
Claims 2-7 and 18 are rejected merely for depending from rejected base claim 1 . 
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Claims 1,2-7, 12 and 18 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claims 1 (and its dependent claims 
3-7) and 12 are directed to genera of DNA sequences that are not adequately 
described in the specification. 

These claims are directed to the following genera: 

• A genus of DNA molecules comprising DNA sequences which are at least 
85% identical to SEQ ID NO:4 and 6 with no function (see base claims 1 and 
12). 

• A genus of DNA molecules comprising a fragment of at least 300 nucleotides 
of SEQ ID NO:4 and 6 with no function. 

• A genus of DNA molecules encoding a fragment comprising at least 15 
contiguous amino acids of SEQ ID NO :5 with no function. 

• A genus of DNA molecules encoding a naturally occurring allelic variant of 
SEQ ID NO:5, wherein the nucleic acid molecules hybridize to SEQ ID NO:4 
or 6 or complements thereof under stringent conditions, with no function. 

The specification does not contain any disclosure of the function of all DNA 
sequences that are listed above, the genera of cDNAs that comprise these above 
cDNA molecules is a large variable genera with the potentiality of encoding many 
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different proteins. Therefore, many functionally unrelated DNAs are encompassed 
within the scope of these claims, including partial DNA sequences. The specification 
discloses only a single species (DNA sequences encoding SEQ ID NO:5) for each 
claimed genus which is insufficient to put one of skill in the art in possession of the 
attributes and features of all species within the claimed genus. Therefore, one skilled in 
the art cannot reasonably conclude that the applicant had possession of the claimed 
invention at the time the instant application was filed. 

Applicant is further reminded that the above listed genera are further subject to 
written description rejection because of lack of adequate structural information. For 
example, the specification does not provide enough information about the DNA 
sequences that have 85% identity to SEQ ID NO:4 or 6. In other words the specification 
does not teach which residues in which region of SEQ ID NO:4 and 6 may be mutated 
such that they are still capable of encoding products with kinase function. Similarly, in 
claim 1 (b) and (d) and claim 12 (b) the disclosure is silent as to what the other 
residues of claimed DNA sequences must be such that said DNA sequences can still 
encode products with kinase function. With respect to naturally occurring allelic variants 
in claim 1(e) and 12 (c ) again the lack of structural information persists. This is because 
as explained above, the definition of allelic variants in terms of structure is unclear. 
Thus, by reading the information provided about the genus of "allelic variants" in the 
disclosure one of skill in the art finds neither adequate structural nor adequate functional 
information (see specially non-functional variants), rendering claim 1 (and its dependent 
claims 3-7 and 18) and claim 12 even more subject to 1 12 first rejection. 
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Applicant is referred to the revised interim guidelines concerning compliance with 
the written description requirement of U.S.C. 112, first paragraph, published in the 
Official Gazette and also available at www.uspto.gov . 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,3-7, 12 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Wei et al. (U.S. Patent No. 6,482,624, issued Nov. 2002, cited in the 
IDS). Wei teaches a DNA sequence (see its SEQ ID NO:1) that encodes a polypeptide 
comprising at least 15 contiguous amino acids of SEQ ID NO:5 (see the attached amino 
acid alignment for residues matching residues 6356-7135 of SEQ ID NO:5). Wei also 
teaches (see columns 24-25) and claims vectors and hosts comprising its DNA 
sequences and methods of expressing its DNA sequence, anticipating claims 3-7 and 
12. In column 29, Wei teaches about kits comprising its DNA sequences for detecting a 
kinase encoding nucleic acids in a biological sample, anticipating claim 18. 

Claims 1 , 3-7, 12 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Zeng et al. (US20030108533June 2003). Zeng teaches about a DNA 
sequence (see its SEQ ID NO:5) that encodes a polypeptide comprising at least 15 
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contiguous amino acids of SEQ ID NO:5 of this invention (see the attached amino acid 
alignment for residues matching residues 5373-7968 of SEQ ID NO:5). Zeng also 
teaches (see page 2, column 1) and claims vectors and hosts comprising its DNA 
sequences and methods of expressing its DNA sequence anticipating claims 3-7 and 
12. In page 2, column 2, Zeng teaches about kits comprising its DNA sequences for 
detecting a kinase encoding nucleic acids in a biological sample, anticipating claim 18. 

No claims are allowed. 

ALLOWABLE SUBJECT MATTER 

Isolated DNA sequences encoding SEQ ID NO:5 or comprising SEQ ID 
NO:4 or 6 are free of prior art. Further, the prior art does not teach or suggest 
preparing such specific sequences. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maryam Monshipouri whose telephone number is (571) 
272-0932. The examiner can normally be reached on 7:00 a.m to 4:30 p.m. except for 
alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnanthapu Achutamurthy can be reached on (571 ) 272-0928. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Maryam Monshipouri Ph.D. 



Primary Examiner 
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